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DETAILED ACTION 

Examiner's Note 

1 . The specification defines "physical development" as the deposition of metal particles on 
nuclei of metal or metal compound by reduction of metal ions such as silver with a reducing 
agent (pg. 33, lines 11-14). 

2. The specification defines "does not substantially have physical development nuclei" as 
the existence ratio of the physical development nuclei in the light-transmitting portion to be in a 
range of 0 to 5% (pg. 40, lines 11-14). 

Claim Rejections - 35 USC § 112 

3. The following is a quotation of the second paragraph of 35 U.S.G. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

4. Claim 23 recites the limitation "silver halide" in line 2. There is insufficient antecedent 
basis for this limitation in the claim. This limitation will be interpreted to be the silver salt of 
parent claim 6. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. Claims 2-7, 9, 12, 21-23, and 25-26 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Marutsuka (U.S. Publication 2001/0015279) in view of Takaoka et al. (JP 
2000-149773). 

Marutsuka discloses a method of forming a transparent electromagnetic radiation shield 
for placement in front of a display device to shield the viewer from electromagnetic radiation 
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while enabling the display to be viewed therethrough (abstract). The radiation shield film 
comprises a patterned layer of a conductive material, such as metal [0061],[0065]-[0066]. 

Marutsuka does not explicitly teach that silver salt containing layer is exposed and 
developed to form a metal silver portion and the light-transmitting portion, wherein the silver 
salt-containing layer contains Ag and a binder and has an Ag/binder volume ratio of 1/4 or 
higher. However, Takaoka teaches a method of forming a patterned conductive layer using a 
silver salt-containing layer (abstract). The silver-salt containing layer is exposed and then 
developed via a development technique used for silver salt photographic films so as to form a 
metal silver portion. The metal silver portion is then subjected to physical development to form 
a conductive portion [0004]-[0005]. The reaction of the silver halide is carried out in a gelatin 
binder, all of which is contained in a sensitization layer. The sensitization layer can contain 90 
wt% of silver halide (i.e., about an Ag/binder volume ratio of 1/2 based on 90 wt% AgBr and 10 
wt% gelatin) [0012]. Because Takaoka teaches an operable method of forming patterned metal 
films, it would have been obvious to one of ordinary skill in the art at the time of invention to 
have used the metal forming process of Takaoka in the process of forming the patterned 
conductive film of Marutsuka with a reasonable expectation of success and with predictable 
results. The selection of something based on its known suitability for its intended use has been 
held to support a prima facie case of obviousness. Sinclair & Carroll Co. v. Interchemical Corp., 
325 U.S. 327, 65 USPQ 297 (1945). 

Claims 2-3: Takaoka teaches that the silver halide can be silver bromide [0010]. 

Claims 4-5: Takaoka teaches that the silver halide can contain rhodium, iridium, and 
palladium compounds [0009], [001 1]. 

Claim 7: Takaoka teaches that the silver halide can have a diameter of .05 to *1 .00 
microns (i.e., 50 to 1000 nm). 

Claim 9: Takoaka teaches that the sensitization layer can contain 90 wt% of the silver 
halide [0012] and that the silver metal can be formed in the exposed portions, as opposed to the 
unexposed portions [0007]. Therefore, the conversion to metal silver would necessarily form a 
layer having a metal silver content of 50 wt% or more. 
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Claim 12: Takaoka teaches that the physical development nuclei are only formed where 
the silver is to be formed (i.e., not in the light-transmitting portion of Marutsuka) [0004]. Thus, 
the light-transmitting portion does not substantially contain physical development nuclei. 

Claim 21: Marutsuka teaches that the substrate can be a glass plate [0021], 

Claims 22,26: Takaoka teaches that silver halide is removed from the unexposed regions 
of the silver salt-containing layer (abstract; [0005]-[0006]). The present specification teaches 
that the fixation step is performed for removing the silver salt from an unexposed portion for 
stabilization (pg. 31, lines 20-26). Thus, the removal of the silver halide of Takaoka is 
interpreted to be the claimed fixation step. 

Claim 23: The silver halide is responsive to light (i.e., an optical sensor). 

Claim 25: Takaoka teaches that the binder includes gelatin [0012]. 

7. Claims 6, 9-10, 12, 21, 23, and 25 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Marutsuka '279 in view of Deng et al. (U.S. Publication No. 2001/0045362) 
and Takaoka '773. 

Marutsuka is discussed above, but does not explicitly teach that silver salt containing 
layer is exposed and developed to form a metal silver portion and the light-transmitting portion. 
However, Deng teaches a method of forming a patterned metal structure, wherein a silver halide 
film is exposed and developed using photographic film techniques. Exposing the silver halide to 
the desired illumination configuration causes the illuminated or non-illuminated portions to be 
adjusted into an altered state. For example, the exposed or non-exposed portions of conventional 
silver halide photographic film can be changed to an elemental silver. The film can be exposed 
to a desired illumination configuration and the silver particles or grains will form in a higher 
density at the non-illuminated portions compared to the illuminated portions. The non- 
illuminated portions can then be further augmented using an electroless deposition of elemental 
silver [0030]. Because Deng teaches that it was well known to use silver halide in a 
photographic film technique to form patterned metal films, it would have been obvious to one of 
ordinary skill in the art at the time of invention to have formed the conductive patterned films of 
Marutsuka using the method of Deng with a reasonable expectation of success and with 
predictable results. 
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Deng teaches that the silver salt-containing layer comprises gelatin binder, but does not 
explicitly teach that the Ag/binder volume ratio can be 1/4 or higher. However, Takaoka teaches 
that it is operable to have 90 wt% of the silver halide in the silver-salt containing layer [0012]. 
Therefore, it would have been obvious to one of ordinary skill in the art at the time of invention 
to have used a silver salt-containing layer having 90 wt% of the silver halide with a reasonable 
expectation of success because Deng teaches that such a range is operable in the art. 

Claim 9: Deng teaches that silver can be concentrated at the exposed portions of the 
silver halide film and would necessarily contain metal silver at a content of 50 wt% or more. 

Claim 10: Deng teaches that electroless plating can be performed on the exposed and 
developed film. 

Claim 12: Deng teaches that the silver is concentrated at the portions where the silver 
film is to be formed (i.e., not in the light-transmitting portion of Marutsuka). Thus, the light- 
transmitting portion does not substantially contain physical development nuclei. 

Claim 21 : Marutsuka teaches that the substrate can be a glass plate [0021]. 

Claim 23: The silver halide is responsive to light (i.e., an optical sensor). 

Claim 25: Deng teaches that the binder can be gelatin. 

8. Claims 8 and 24 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Marutsuka '279 in view of Takaoka '773 as applied to claim 6 above, and further in view of Poot 
et al. (U.S. Patent No. 3,989,522). 

Claim 8: Marutsuka and Takaoka are discussed above, but do not explicitly teach that the 
developing solution is a lith developer. However, Poot teaches that it is well known to use lith 
developers for silver salt-containing layers (col. 5, lines 57-67). Therefore, it would have been 
obvious to one of ordinary skill in the art at the time of invention to have used a lith developer as 
the particular developer of Takaoka with a reasonable expectation of success. The selection of 
something based on its known suitability for its intended use has been held to support a prima 
facie case of obviousness. Sinclair & Carroll Co. v. Interchemical Corp., 325 U.S. 327, 65 
USPQ 297 (1945). 

Claim 24: Marutsuka and Takaoka do not explicitly teach that the binder can be a water- 
soluble polymer. However, Poot teaches that water-soluble polymer binders are functional 
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equivalents of gelatin binders of Takaoka. Therefore, it would have been obvious to one of 
ordinary skill in the art at the time of invention to have substituted the gelatin binder of Takaoka 
for a water-soluble polymer binder of Poot with a reasonable expectation of success. 
Substitution of equivalents requires no express motivation (see MPEP 2144.06). 

9. Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over Marutsuka ; 279 in 
view of Takaoka '773 as applied to claim 6 above, and farther in view of Monroe (U.S. Patent 
4,362,796). 

Marutsuka and Takaoka are discussed above, but do not explicitly teach that more than 
half of the silver halide is converted to colloidal silver in the exposed portion. However, 
Takaoka teaches that the silver metal can be formed in the exposed portions, as opposed to the 
unexposed portions [0007]. Marutsuka and Takaoka make no indication that less than complete 
conversion is desired, and it is understood in the art that the amount of conversion is a function 
of the amount of energy applied (Monroe, col. 4, lines 40-50). Therefore, the degree of 
conversion affects the amount of energy applied and/or time of application to the photoemulsion. 
It has been held that the discovery of the optimum value of a result effective variable in a known 
process is ordinarily within the skill in the art. In re Boesch and Slaney, 205 USPQ 215 (CCPA 
1980). Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have optimized the process for the optimum combination of desired 
conversion to expense and time of energy application. 

10. Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over Marutsuka '279 
in view of Takaoka '773 as applied to claim 6 above, and farther in view of Deng et al. (U.S. 
Publication No. 2001/0045362). 

Marutsuka and Takaoka are discussed above, but do not explicitly teach that the plating is 
done by electroless plating. However, Deng teaches a method of forming patterned conductive 
structures using silver halide photographic films and that it is well known to perform an 
electroless deposition on the silver layer after exposure and development steps [0029]-[0030]. 
Therefore, it would have been obvious to one of ordinary skill in the art at the time of invention 
to have subjected the silver layer of Marutsuka and Takaoka to an electroless deposition process 
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with a reasonable expectation of success and with predictable results because Deng teaches that 
such a deposition process is operable in the art. 

1 1 . Claim 1 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Marutsuka '279 
in view of Takaoka '773 as applied to claim 6 above, and further in view of Hasegawa (U.S. 
Patent No. 4,631,214). 

Marutsuka and Takaoka are discussed above, but do not explicitly teach that the 
electromagnetic shield is blackened after formation. However, Hasegawa teaches that it is 
advantageous in forming a metal grid comprising an electromagnetic shield for transparent parts 
to be blackened in order to prevent reflections (col. 5, lines 3-32). Therefore, it would have been 
obvious to one of ordinary skill in the art at the time the invention was made to have blackened 
the conductive metal portion of Marutsuka in order to have reduced reflection in the transparent 
electromagnetic shield. 

12. Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over Marutsuka '279 
in view of Takaoka. '773 as applied to claim 6 above, and further in view of Glatkowski (U.S. 
Patent 7,060,241). 

Marutsuka and Takaoka are discussed above, but do not explicitly teach that the shielding 
film has a surface resistance of 2.5 fi/sq or lower and/or the light-transmitting portion has a 
transmittance of 95% or higher. Marutsuka does teach that the transparent electromagnetic 
shielding is used for display devices (abstract). 

Glatkowski teaches that electromagnetic shielding used for displays can have a surface 
resistance can be less than 100 Q/sq and a transmittance of at least 90% (col. 5, lines 24-67). 
The selection of something based on its known suitability for its intended use has been held to 
support a prima facie case of obviousness. Sinclair & Carroll Co. v. Interchemical Corp., 325 
U.S. 327, 65 USPQ 297 (1945). Therefore, it would have been obvious to one of ordinary skill 
in the art at the time of invention to have made the transparent electromagnetic shielding of 
Marutsuka with the surface resistance and transmittance of Glatkowski with a reasonable 
expectation of success because Glatkowski teaches that such shielding property ranges are 
suitable in the art of electromagnetic shielding for displays. 
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13. Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over Marutsuka '279 
in view of Deng '362 and Takaoka '773 as applied to claim 6 above, and further in view of 
Glatkowski '241 for substantially the same reasons as discussed immediately above. 

Double Patenting 

1 4. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection 
is appropriate where the conflicting claims are not identical, but at least one examined 
application claim is not patentably distinct from the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the reference 
claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned 
with this application, or claims an invention made as a result of activities undertaken within the 
scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b). 

15. Claims 1 and 13 are provisionally rejected on the ground of nonstatutory obviousness- 
type double patenting as being unpatentable over claims 1-6 of copending Application No. 

1 1/159218 in view of Takaoka '773. 

'218 does not require a binder, wherein the Ag/binder volume ratio is 1/4 or higher. 
However, Takaoka teaches that the silver halide can be 90 wt%. Therefore, it would have been 
obvious to one of ordinary skill in the art at the time of invention to have used the Ag/binder 
ratios of Takaoka with a reasonable expectation of success and with predictable results. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 
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Response to Arguments 

16. Applicant's arguments, see pg. 11-13, filed 8/30/2007, with respect to the rejection(s) of 
claim(s) 1-13 and 20-21 under 35 U.S.C. 103(a) have been fully considered and are persuasive. 
Therefore, the rejections have been withdrawn. However, upon further consideration, a new 
ground(s) of rejection is made in view of Marutsuka and Takaoka. 

Conclusion 

1 7. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Postupack (U.S. Patent No. 4,845,310) teaches a method of exposure and 
development to form a colloidal silver film from a silver salt (col. 5, lines 12-19). 

1 8. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jimmy Lin whose telephone number is 571-272-8902. The 
examiner can normally be reached on Monday thru Friday 8AM - 5:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tim Meeks can be reached on 571-272-1423. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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